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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
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1 )K Responsive to communication(s) filed on 1 1/14/05 Amendment/RCE . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) \3 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
ehgible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 1 1/14/05 has been entered. 

Claim Rejections - 35 USC § 112^'' 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1, 45, 48, 49, and 52 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The disclosure lacks clear written description in the description of a 
partnership agreement. It is unclear what is the "partnership" agreement in the claim among a 
plurality of computers. Furthermore, it is unclear how to act as backup partners to honor its 
backup partnership's back up data. 
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Claim Rejections - 35 USC § 11 f"'^ 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1, 45, 48, 49, and 52 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The claims are vague and indefinite because it is unclear what 
is the partnership agreement in the claim. 

6. Claims 1, 45, 48, 49, and 52 recite the limitation "other computers". There is insufficient 
antecedent basis for this hmitation in the claim. 

7. Claim 2 is rejected imder 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 2 is vague and indefinite because it is unclear what are the potential backup 
partners fi-om among a plurality of computers. Claim 2 is also vague and indefinite because it is 
unclear what are the predetermined criteria in order to determine any partnership among a 
plurality of computers 

8. Claim 3 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 3 is vague and indefinite because it is unclear how to negotiate the agreements 
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between the plurality of computers based on either the predetermined requirements or the backup 
requirements. 

9. Claim 16 recites the limitation "the backup partners" in claim 1. There is insufficient 
antecedent basis for this limitation in the claim. 

10. Claim 19 recites the limitation "the computer" in 18. There is insufficient antecedent 
basis for this limitation in the claim. 

11. Claim 20 recites the limitation "the other computer" in claim 1 . There is insufficient 
antecedent basis for this limitation in the claim, 

12. Claim 21 recites the limitation " the new backup partner " in claim 20. There is 
insufficient antecedent basis for this limitation in the claim. 

13. Claim 24 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claim 2 is vague and indefinite because it is unclear what are potential backup 
partners firom among a plurality of computers. Claim 2 is also vague and indefinite because it is 
unclear what is a predictable and/or suitable time schedule for being on-line, and/or a suitable 
network bandwidth. 
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14. Claim 28 recites the limitation " other backup partners " in claim 1. There is insufficient 
antecedent basis for this limitation in the claim. 

15. Claim 30 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. It is vague and indefinite because it is unclear what is a predetermined 
commitment period and that is longer than a grace period. 

Claim Rejections - 35 USC § 102 

16. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

17. Claims 1-4, 15-18, 20-23, 28 and 44-52 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Bhoj et al. (U.S. 6,304,892). 

Bhoj et al. teaches claims : 

1. A method for backing up data on a plurality of computers connected via a network, 
comprising: 
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forming one or more partnerships (41 - "large enterprise", 42 - "Enterprise", 43 - 
"Outsource") among the plurality of computers such that each computer in a partnership 
commits imder an agreement (service level agreement or "SLA") to store backup data received 
from one or more of its backup partners (31, 32, 33), whereby a first computer in each 
partnership assumes the task of storing backup data received from one or more other computers 
in the partnership and one or more of the other computers in the partnership assume the task of 
storing backup data received from the first computer; (service level agreement or SLA) 

backing up data in accordance with each agreement ("coL7, lines 22-38 "Each of the 
SLAs is first converted into a contract specification (also referred to as contract) in order to be 
stored in and used by the respective one of the service management systems 31a-33a. A contract 
specification is derived from a SLA to indicate the service attributes that are meaningfial for 
correct service behavior. The contract specification contains both the service attributes and the 
bounds within which the service attributes must stay in order for the service to behave in a 
desired manner. Attributes must both be quantifiable and measurable to be included in a contract 
specification. The conversion from the SLA to the contract specification can be done, for 
example, by human being or using knowing language conversion technology. In one 
embodiment, the SLAs are converted into the corresponding contract specifications manually. In 
this case, the contract specifications are written using some kinds of source languages"); and 

periodically verifying that previously backed up data is being retained by the computers 
committed to act as backup partners in accordance with each agreement, (it is part of the service 
contract agreement or guarantee to periodically verify that previously backed up data is being 
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retained by the computers committed to act as backup partners in accordance with each 
agreement; col.7, lines 38-35) 

2. The method of claim 1, further comprising: selecting potential backup partners from among 
the plurality computers based on predetermined criteria, (see outsourcing agreements and/or 
contracts; 210) 

3. The method of claim 1, further comprising: negotiating the agreements between the plurality 
of computers based on predetermined requirements, including backup requirements, (see 
outsourcing agreements and/or contracts; 210) 

4. The method of claim 1, wherein the plurality of computers administer a distributed 
cooperative backing up of data in the absence of central control. (31a, 200) 

15. The method of claim 1, wherein each of the plurality of computers has a storage, the storage 
being periodically scanned to find data to be backed up and identify data previously backed up 
that no longer needs to be backed up, the data to be backed up being retrieved from the storage 
for a next periodic backup. (300) 

16. The method of claim 1, wherein the verifying that previously backed up data is retained by 
the backup partners includes monitoring the backup partners, and for any one of the backup 
partners being monitored, selecting a block of data stored at the monitored backup partner, 
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requesting the block of data from the monitored backup partner, and receiving from the 
monitored backup partner and checking the block of data to determine if the block of data 
represents a corresponding block of previously backed up data. (200; 355 - "evaluate contract 
results"; 210, 300) 



17. The method of claim 16, wherein the block is selected randomly. (357) 



18. The method of claim 16, wherein the block is selected using a protocol to produce a number 
that corresponds to the selected block and that is controlled by at least two backup partners (31, 
33) 



20. The method of claim 1, fiirther comprising: selecting another computer connected via the 
network to be a new backup partner if it is determined that a backup partner has reneged by not 
retaining the previously backed up data; negotiating and, if an agreement is reached, forming a 
partnership with the other computer, accepting the other computer as the new backup partner, 
(see outsourcing agreements and/or contracts; 210) 



21. The method of claim 20, wherein selecting another computer to be the new backup partner 
includes determining if there are sufficient backup partners for backing up the data, and 
searching for the other computer based on predetermined criteria including one or both of 
geographic separation and system diversity. (260, 300, 310, 301, 302) 
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22. The method of claim 20, wherein if after accepting the other computer as the new backup 
partner it is determined that the backup partners are insufficient in number for backing up the 
data, the selecting, negotiating and forming backup partnership with yet another computer are 
repeated, the determining, selecting, negotiating and forming backup partnership being repeated 
until the number of backup partners is sufficient, (it is inherent part of the business method in 
outsourcing agreements and/or contracts) 

23. The method of claim 2, wherein selecting computers as potential backup partners includes 
determining if there are sufficient backup partners for backing up the data, and searching for 
computers based on the predetermined criteria that includes one or both of geographic separation 
and system diversity, (it is inherent part of the business method of outsourcing agreements and/or 
contracts) 

28. The method of claim 1, wherein each of the backup partners has a recent copy of a list of its 
backup partners' other backup partners. (32 further outsource some of its service to another data 
service system) 

30. The method of claim 1, wherein the agreements are respectively negotiated between the 
plurality of computers such that in each partnership each computer commits to avoid making or 
honoring data restoration request for a predetermined commitment period that is longer than a 
grace period, wherein the grace period for a backup partner of a computer starts to run if it is 
determined that the backup partner has failed to respond to such computer verifying that the 
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backup partner is retaining the previously backed up data or to prove to such computer that it is 
retaining the previously other backup partners (see outsourcing agreements and/or contracts; 
210) 

44, The method of claim 1, wherein the data being backed up is file contents. (411) 
Claims 45-58 are similarly rejected as in claims 1-4, 15,18 and 20-23. 

Allowable Subject Matter 

18. Claim 19, 24-27 and 30 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

19. Applicant's arguments with respect to claims 1-4, 15-18, 20-23, 28, and 44-52 have been 
considered but are moot in view of the new ground(s) of rejection. 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey C. Pwu whose telephone number is 571-272-6798. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley can be reached on 571-272-3923. The fax phone number for the 
organization where this apphcation or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
AppHcation Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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